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I. REAL PARTY IN INTEREST 

The real party in interest is the inventor, Clive S. Lu, an individual having a postal 
address at 282 Newbridge Road, Hicksville, New York 1 1801. 

II. RELATED APPEALS AND INTERFERENCES 

The appellant and the appellants' legal representative know of no other appeals or 
interferences, or judicial proceedings, which may be related to, directly affect, or be directly 
affected by, or have a bearing on, the Board's decision in the pending Appeal. 

III. STATUS OF THE CLAIMS 

Claims 1-19 remain pending in the application. Claims 1-3,9, and 17-19 are rejected 
under 35 U.S.C. § 103(a) over U.S. Patent No. 6,065,764 to Moseley ("Moseley") in view of 
U.S. Patent No. 5,256,457 to Pantaleo et al. ("Pantaleo"), and are the subject of this appeal. 
Claims 1 and 17 are independent. Claims 4-8 and 10-16 are substantively allowed, having 
been objected to only as depending from rejected base claim 1 . 

IV. STATUS OF AMENDMENTS 

No amendment has been filed subsequent to the final Office Action dated October 3, 
2006. All prior amendments have been entered. As required, Appellant includes a copy of 
the claims in Section VIII ("Claims Appendix"), infra. 

V. SUMMARY OF THE CLAIMED SUBJECT MATTER 

The present invention relates to displaying a printed media or design element on grips 
for sporting equipment. Parenthetical cites to the Specification of the present application are 
representative in nature. In one aspect, the invention provides a grip for displaying a design 
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on sports equipment having a gripping end, comprising at least one base layer overlaying the 
gripping end, a substantially transparent top layer, and a design disposed between the base and 
top layer (page 3, 11 9-16), whereby the design is protected from damage. In another aspect, 
a method for displaying a design on such sports equipment is provided, comprising overlaying 
the gripping end with at least one base layer, overlaying the base layer with a substantially 
transparent second layer, and disposing a design between the base and top layer (page 7, 11 6- 
11). The design may be disposed on an underside of the transparent layer, on a surface of the 
base layer opposed to the gripping end, or both (page 7, 11 11-14; page 10 line 18 bridging to 
page 11, line 8; see also Figures 1 and 4). 

Independent claim 1 recites as follows: 

1 . A grip for displaying a design on sports equipment having a gripping end (see 
Figures 1-5 as amended in response to the Office Action dated January 5, 2005), comprising: 

at least one base layer (page 9, 11 13-16; see also reference numeral 12 in 
Figures 1-5) adapted for overlaying said gripping end (see Figures 1, 2, 3a, 3b); 

a substantially transparent top layer (page 10, 11 3-6; page 11, 11 9-11; see 
reference numeral 18 in Figures 1-5) overlaying the base layer (page 10, 11 9-10; page 10, 11 
14-15; reference numerall2 in Figures 2-3); and 

a design disposed between and fixed to at least one of said base or top layer 
(page 10 11 3-6; page 10, line 18 bridging to page 1 1, line 8; reference numeral 16 in Figures 
1 and 4); 

the top layer being fixed to at least a portion of the base layer whereby fluid 
communication between an exterior of the top layer and an interior thereof is substantially 
prevented (page 10, 11 6-10; page 10, 11 14-15; Figures 2 and 3). 



4 Serial No.: 10/677,470 

Independent Claim 17 recites as follows: 

17. A method for displaying a design on sports equipment having a gripping end (page 
7, 11 6-17), comprising the steps of: 

overlaying said gripping end with at least one base layer (page 9, 11 13-16; see 
also reference numeral 12 in Figures 1-5; see also Figures 1, 2, 3a, 3b); 

overlaying said base layer with a substantially transparent top layer (page 10, 
11 3-6; page 11, 11 9-11; see reference numeral 18 in Figures 1-5; page 10, 11 9-10; page 10, 
11 14-15; Figures 2-3); 

disposing a design between said base and top layer (page 10 11 3-6; page 10, line 
18 bridging to page 11, line 8; reference numeral 16 in Figures 1 and 4); and 

fixing the design to at least one of the base or top layer (page 10 11 3-6; page 10, 
line 18 bridging to page 11, line 8; reference numerall6 in Figures 1 and 4); 

wherein the top layer is fixed to at least a portion of the base layer whereby fluid 
communication between an exterior of the top layer and an interior thereof is substantially 
prevented (page 10, 11 6-10; page 10, 11 14-15; Figures 2 and J). 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Review and reversal of the rejection of claims 1-3, 9, and 17-19 under 35 U.S.C. 
§ 103(a) over the combined teachings of U.S. Patent Nos. 6,065,764 to Moseley and 5,256,457 
to Pantaleo et al., in accordance with the rationale provided in paragraphs 3-7 of the Office 
Action dated October 3, 2006, is respectfully requested. More precisely, the Board is asked 
to determine whether claims 1 and 17 as set forth above in Section V are obvious in view of 
Moseley and Pantaleo. It is believed that claims 2-3 and 9 (depending from claim 1) and 
claims 18-19 (depending from claim 17) will be placed in condition for allowance by the 
Board's decision in respect of claims 1 and 17. Of course, as set forth in Section III supra, 
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claims 4-8 and 10-16 are substantively allowed. Therefore, those dependent claims are not 
separately argued herein. 

VII. ARGUMENT 

A The Moseley and Pantaleo patents do not properly support the prima facie case 
of obviousness since neither patent provides the requisite suggestion or motivation to make 
the invention of the present application, and therefore the rejection of independent claims 
1 and 17 under 35 U.S.C. §1 03(a) should be reversed. 

The propriety of any rejection based upon 35 U.S.C. §103 rests upon whether "the 
differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. 5 ' 1 The Manual 
of Patent Examining Procedure § 2143.03 aptly states that "[t]o establish prima facie 
obviousness of a claimed invention, all claim limitations must be taught or suggested by the 
prior art," and that "all words in a claim must be considered in judging the patentability of that 
claim against the prior art. 55 (citations omitted). Also, "the mere fact that the prior art could 
be so modified would not have made the modification obvious unless the prior art suggested 
the desirability of the modification . 552 There must be some motivation or suggestion provided 
to the skilled artisan by the prior art to make the claimed combination. In other words, to 
reject a claim as prima facie obvious based on features disclosed in two different references, 
there must be some suggestion of the desirability of making the combination, and that 
suggestion must be provided by the prior art . Section 2 143 .0 1 MPEP, ch. 2 1 00, p. 1 37 ("The 

1 Graham v. John Deere Co., 383 U.S. 1, 13; 48 USPQ 459, 465 (1966). 

2 In re Laskowski, 871 F.2d 1 15, 1 16, 10 USPQ2d 1397, 1398 (Fed. Cir. 1989) (citing In re Gordon, 
733 F.2d 900, 902, 221 USPQ 1 125, 1 127 (Fed. Cir. 1984)) (emphasis added). 
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mere fact that references can be combined or modified does not render the resultant 
combination obvious unless the prior art also suggests the desirability of the combination.") 
(Emphasis in original). 

Still further, even if the modification of the prior art would have been well within the 
ordinary skill of the art at the time the invention was made, this does not establish the prima 
facie case of obviousness absent the requisite suggestion or motivation. Section 2143.01 
MPEP, ch. 2 1 00, p. 1 37. It is the Examiner who bears the burden of factually supporting such 
a conclusion. Section 2142 MPEP, ch. 2100, p. 133. In view of this precedent, the Appellant 
respectfully submits that the Section 103(a) "obviousness" rejection of claims 1-3, 9, and 17- 
19 over U.S. Patent Nos. 6,065,764 to Moseley and 5,256,457 to Pantaleo et al. fails to meet 
the burden imposed on a Patent Examiner in supporting a prima facie case of obviousness, 
and must be reversed. 

Moseley teaches (see Figure 6 and Col 6, 11 28) a cover 20 comprising two sheets 22 
sealed around the edges to define an interior enclosure 32. A volume 34 of a fluid is 
contained therebetween, which fluid includes particles 36. The secondary reference, Pantaleo, 
teaches a children's placemat or serving mat 10 which comprises a pair of superimposed 
pliable sheets 12 and 14 (see, Col 2, 11 11-22) defining an inner chamber 24 which contains 
a liquid 26 {see, Col 2, 11 41-51). The Examiner cites to Pantaleo as teaching "... graphics on 
at least one of the sheet 12 and 14" (paragraph 6 of the Office Action dated October 3, 2006). 

The Examiner characterizes (see paragraph 2 of the Office Action dated July 14, 2005; 
see also paragraph 3 of the Office Action dated October 3, 2006) Moseley 5 s volume 34 
containing particles 36 as a "decorative fluid design." No other embodiment of a "design" is 
taught or in any way hinted at by Moseley for this structure. Thus, even if the Examiner's 
characterization of volume 34/particles 36 is accepted, the fluid "design" of Moseley cannot 
be fixed to either sheet 22. Absent this feature, Mosely does not explicitly or inherently teach 



7 Serial No.: 10/677,470 

or suggest each and every limitation of claims 1 and 17 of the present application. Indeed, the 
Examiner makes of record (see paragraph 7 of the Office Action dated April 20, 2006; see 
also paragraph 5 of the Office Action dated October 3, 2006) that the Moseley patent does not 
teach disposing a design between and fixed to at least one of a base or top layer. In an attempt 
to correct this deficiency, the Examiner argues that it would have been obvious to construct 
the Moseley device with graphics on the top or bottom sheet as taught by Pantaleo to "enhance 
the aesthetic appearance of the device." (See paragraph 7 of the Office Action dated October 
3, 2006). No other rationale is provided. 

However, isolated references in the art to known structures set forth in claims are alone 
insufficient to support an obviousness rejection. 3 With all due respect, the "aesthetic 
appearance" rationale set forth by the Examiner is based merely on the Examiner's subjective 
speculation or opinion or even worse, use of the Appellant's own specification as a blueprint 
to modify, rather than any objective evidence (factual support of the conclusion of prima facie 
obviousness as required by Section 2142 of the MPEP) that would possibly lead or motivate 
the skilled artisan to make the combination as proposed. In other words, it is believed that in 
the present case the cited "prior art does not suggest the desirability of the combination" being 
made, which suggestion is found only in the present Appellants Specification. 

With reference to the Examiner's "aesthetic appearance" rationale (paragraph 7 of the 
October 3, 2006 Action), respectfully, this falls far short of the objective evidence standard 
required by the law in upholding an obviousness rejection. The requirement for such 
objective evidence in making the prima facie case of obviousness is aptly set forth in the case 



3 Rosemount, Inc. v. Beckman Instruments, Inc., 727 F.2d 1540, 1546, 221 USPQ 1, 7 (Fed. Cir. 1984) 
("a combination may be patentable whether it be composed of elements all new, partly new, or all old"); Fromson v. 
Advanced Offset Plate, Inc., 755 F.2d 1549, 1556 n.3, 225 USPQ 26, 31 n.3 (Fed. Cir. 1985) ("Only God works 
from nothing. Men must work with old elements."). 
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of In re Lee. 4 Under this decision, as well as the above-cited passage from the MPEP, it is 
clearly not enough that the combination could have been made, on which principle the 
rejection seems to rely as its basis; rather, something in the prior art must actually suggest the 
desirability of making it. 5 Most if not all inventions arise from a combination of old elements, 
and if it were merely enough to cite to the various elements in the prior art without a 
requirement for a motivation or suggestion to make the combination, hardly a patent would 
issue. 6 Furthermore, the law makes clear that reliance on hindsight using Appellant's 
specification is improper, which here provides the only suggestion of disposing a design 
between and fixed to at least one of a base layer or top layer. 7 In light of the foregoing, 
Appellant respectfully submits that the prima facie case of obviousness is fatally flawed with 
respect to claims 1 and 17 and their progeny. Reversal of the rejection is respectfully 
requested. 

B. The rejection of claims 1-3, 9, and 17-19 under 35 U.S.C. §103 (a) over the 
Moseley andPantaleo patents should be reversed, since the secondary Pantaleo reference 
is non-analogous art and cannot be properly cited in support of the rejection. 

It is well-settled that to validly support a Section 103 rejection, the references cited in 
support must be analogous prior art. See Section 2141.01(a) MPEP, ch. 2100, page 127. 

4 In re Lee, 277 F.3d 1338, 61 USPQ2d 1430 (Fed. Cir. 2002) ("The factual inquiry whether to combine 
references must be . . . based on objective evidence of record."). 

5 In re Fritch, 972 F.2d 1260, 23 USPQ2d 1780 (Fed. Cir. 1992) ("The mere fact that the prior art may be 
modified in the manner suggested by the Examiner does not make the modification obvious unless the prior art 
suggested the desirability of the modification."). 

6 InreRouffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457 (Fed. Cir. 1998). 

7 In re Dembiczak, 175 F.3d 994, 50 USPQ2d 1614 (Fed. Cir. 1999) ("Our case law makes clear that the 
best defense against the subtle but powerful attraction of a hindsight-based obviousness analysis is rigorous 
application of the requirement for a showing of the teaching or motivation to combine prior art references."). 
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Under the law, a two part test is employed to define the scope of analogous art, specifically: 
(1) whether the art is from the same field of endeavor, regardless of the problem addressed, 
and (2) if not, whether the art is reasonably pertinent to the problem with which the inventor 
is involved. 8 In this regard, the Federal Circuit Court of Appeals (as did its predecessor court) 
views the "field of endeavor" test as an objective, workable test for analogous/non-analogous 
art, noting with approval the Board of Patent Appeals and Interferences' determination of the 
field of an invention by consulting the structure and function of a claimed invention as 
perceived by the skilled artisan. 9 Even in the event that the Board accepts that the prima facie 
case of obviousness has been adequately supported, which as convincingly set forth above it 
has not, the obviousness rejection over Moseley and Pantaleo must fail because Pantaleo is 
non-analogous art to the present invention. 

L Pantaleo does not fall within the same field of endeavor as the present invention, 
and therefore fails the first element of the test for analogous art. 

As to the "field of endeavour" portion of the analysis, clearly Pantaleo is not remotely 
connected to the field of endeavor of the present invention. First looking to the Office's 
classification scheme, it is noted that the Pantaleo invention is classified {see Col 7, line 15 
of Pantaleo) in Class 428, subclass 13 (Stock Material, Miscellaneous articles; Display in 
Frame or Transparent Casing; or Diorama Including or Imitative of a Real Object). In 
contrast, the Examiner restricted her search relating to the present invention (see the Search 
Strategy dated December 21, 2005 of record in the electronic file wrapper for the present 
invention) to classes more relevant to the present invention, specifically Classes 40 (Card, 



8 In re Bigio, 381 F.3d 1320, 72 USPQ2d 1209 (Fed. Cir. 2004), citing In re Deminski, 796 F.2d 436, 
442, 230 USPQ 313 (Fed. Cir. 1986) and In re Wood, 599 F.2d 1032, 202 USPQ 171 (CCPA 1979). 

9 In re Deminski, 196 F.2d 436, 230 USPQ 3\3 (Fed. Cir. 1986); see also In re Ellis, 476 F.2d 1370, 
1372, 177 USPQ 526, 527 (CCPA 1973) ((citing In re Heldt, 433 F.2d 808, 812, 167 USPQ 676, 679 (CCPA 
1970)). 
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Picture, or Sign Exhibiting) and 473 (Games Using Tangible Projectile). The Examiner has 
classified the present invention in Class 40 (Card, Picture, or Sign Exhibiting), subclass 660 
(Having Means to be Received Within or be Embraced by a Tubular Support). Indeed, it is 
not immediately clear to the Appellant how the Examiner came into possession of the 
Pantaleo patent, since her search strategy apparently encompassed only classes 40 and 473. 
Regardless, as recognized by the disparate classifications of the inventions and by the 
Examiner's own search strategy, the present invention and that of Pantaleo are clearly not in 
the same field of endeavor. 

Considering now the analysis of structure and function of the inventions, again 
Pantaleo fails the "field of endeavor 55 portion of the analysis for analogous art. As noted 
above, Pantaleo teaches a planar children's placemat or serving mat 10 comprising a pair of 
superimposed pliable sheets 12 and 14 {Col 2, 11 11-22; see also Figures 1 and 2) defining 
an inner chamber 24 containing a liquid 26 {see, Col 2 } 11 ¥7-57). Pantaleo recites use of the 
device 10 "... for amusement by young children at a table or on a floor... 55 {Col 2, 11 23-24) 
or "... as a placemat at a dining room table... 55 {Col 2, // 24-25). As clearly shown in the 
Pantaleo drawings, especially Figure 2 (reproduced below for convenience), the Pantaleo 
device is configured and adapted to rest on and protect a flat surface, as would be expected 
by its principal recited use as a child's placemat. In stark contrast, as described above the 
present invention is a grip for an article of sporting equipment having a gripping end (for 
example a golf club, a tennis racket, and the like), adapted for receiving the gripping end 
therein {see especially Figure 2 of the present application; also reproduced below). As can 
easily be seen from the Figures reproduced below, the present invention and the Pantaleo 
invention are alike neither in structure nor in function, and are therefore not from the same 
field of endeavor. 
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ii. Pantaleo is directed to an entirely different purpose from the present invention, 
and therefore Pantaleo is not reasonably pertinent to the problem solved by the present 
invention and fails the second element of the test for analogous art. 

Since Pantaleo is clearly not from the same field of endeavor as the present invention, 
the next step in this analysis is to determine if the cited art is reasonably pertinent to the 
Appellant's invention. The position of the Federal Circuit and its predecessor court on this 
issue is unambiguous. The Federal Circuit Court of Appeals has stated that "[W]e have 
reminded ourselves and the PTO that it is necessary to consider 'the reality of the 
circumstances,' -in other words, common sense- in deciding in which fields a person of 
ordinary skill would reasonably be expected to look for a solution to the problem facing the 
inventor." 10 The Federal Circuit has further stated that "... the purposes of both the invention 



10 In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992), citing In re Wood, 599 F.2d 1032, 
1036, 202 USPQ 171, 174 (CCPA 1979). 
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and the prior art are important in determining whether the reference is reasonably pertinent 
to the problem the invention attempts to solve. If a reference disclosure has the same purpose 
as the claimed invention, the reference relates to the same problem ... If it is directed to a 
different purpose, the inventor would. accordingly have had less motivation or occasion to 
consider it." 11 

In the present case, the rejection of claims 1 and 17 on obviousness grounds fails also 
because the art cited in support of the present Section 103 rejection is not reasonably pertinent 
to the Appellant's field of endeavor. Pantaleo is directed to a child's placemat or serving mat 
10 (see, Col. 2, 11 11-22), for protecting a planar table or floor surface from spills. In stark 
contrast, the present invention is directed to the problem of displaying and protecting a design 
on a grip for sporting equipment, and to a grip to be affixed to such an article of sporting 
equipment, not to a planar object for protecting a similarly planar surface. The Pantaleo 
reference clearly relates to a different problem and is "directed to a different purpose,"and the 
skilled artisan would not have had "motivation or occasion to consider it" when considering 
the problem addressed by the present invention. Therefore, Pantaleo is not analogous art, 
being neither within the present Appellant's field of endeavor nor reasonably pertinent to the 
problem sought to be solved by the Appellant, and is therefore improperly cited in support of 
the Section 103 rejection. The rejection of claims 1 and 17 should be reversed. 

C The rejection of claims 1-3, 9, and 17-19 under 35 U.S.C. §103 (a) over the 
Moseley and Pantaleo patents should be reversed, since the Examiner has failed to consider 
the present invention in its entirety. 

In determining the differences between prior art references and the claims of a patent 
application, the question under 35 U.S.C. §103 is not whether the differences themselves 



11 In re Clay, 966 F.2d 656, 23 USPQ2d 1058 (Fed. Cir. 1992). 
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would have been obvious, but whether the claimed invention as a whole would have been 
obvious (emphasis in original). 12 Respectfully, it is believed that in making the Section 103 
rejection over Moseley and Pantaleo, the Examiner has focused on the differences themselves, 
rather than properly considering the present invention as a whole. 

The present invention is directed to a grip for sporting equipment. It is critical that a 
grip for an article of sporting equipment not interfere with the user's "feel" for the equipment 
(see page 2, // 12-13 of the present application). In other words, to be suitable for its intended 
purpose, a grip for sporting equipment (such as a golf club grip, a tennis racket grip, or for 
that matter a grip for a motorcycle or bicycle handlebar) must not only provide a cushioning 
effect, but also must preserve a secure contact between the user's hand and the sporting 
equipment gripping end. Preserving the element of "feel" allows the user to properly control, 
as non-limiting examples, a golf shot or tennis stroke made with the corresponding sporting 
equipment. 

Considering the present invention as a whole , the structures taught by Moseley and 
Pantaleo as a grip for the gripping end of an article of sporting equipment directly contravene 
the above-recited requirement for secure contact between the grip and the user's hand. 
Specifically, the embodiment of Moseley cited by the Examiner in making the Section 103 
rejection teaches a cover 20 which "comprises... two ... transparent sheets 22 ..." (see Col. 5, 
11 58-61). Sheets 22 are taught to "define an interior enclosure 32..." which "...contains a 
volume 34 of transparent fluid, preferably purified water" (see Col. 6, 11 21-24). As best seen 
in Figure 5 but also in Figure 6 of Moseley (reproduced below for convenience), an airspace 
(unnumbered) is included in enclosure 32, which would inherently allow volume 34 of fluid 
to freely move within enclosure 32. 



12 MPEP §2141.02 I; citing Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 218 USPQ 871 (Fed. Cir. 
1983); Schenck v. Nortron Corp., 713 F.2d 782, 218 USPQ 698 (Fed. Cir. 1983). 
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Similarly, Pantaleo teaches a children's toy placemat or serving mat 10 which 
comprises a pair of superimposed pliable sheets 12 and 14 {see, Col 2, 11 11-22) defining an 
inner chamber 24 containing a liquid 26 {see, Col 2, 11 41-51). Pantaleo specifically teaches 
that " ...the liquid 26 is freely movable within that inner chamber 24" {Id.). 

Interposing a "freely movable" fluid layer of the nature expressly required by 
Moseley and Pantaleo would directly contravene the necessity of secure contact between 
a user's hand and the gripping end of an article of sporting equipment, rendering the 
sporting equipment substantially useless to the user. For this reason, the skilled artisan 
looking to make a grip as is taught in the present disclosure for actively moving and 
controlling an article of sporting equipment which provides the desired secure contact 
between the user's hand and the sporting equipment gripping end would not "... reasonably 
be expected to look for a solution to the problem" of designing such a grip in the art fields 
occupied by Moseley and Pantaleo. The rejection of claims 1 and 17 is improper and must 
be reversed. 
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D. Conclusion 

The inventions of claims 1 and 17 as recited in the present application, i.e. a grip for 
displaying a design on sports equipment comprising a design disposed between and fixed to 
at least one of a base layer or a substantially transparent top layer and a method for displaying 
a design on sports equipment, comprising disposing a design between and fixed to at least one 
of the base and top layer, are neither taught nor suggested by the Moseley and Pantaleo et al. 
patents, or by any conceivable combination of the teachings thereof. The Examiner has not 
made the requisite objective showing that a skilled artisan could be motivated to arrive at this 
invention based on the teachings of this cited art, absent improper use of the teachings 
contained in the Appellant's own Specification, but rather appears to have substituted personal 
opinion or speculation for such showing. Accordingly, the prima facie case of obviousness 
is lacking, and the rejection of claims 1 and 17 must be reversed. 

Even if the Board holds that the prima facie case for obviousness has been successfully 
set forth, the rejection of claims 1 and 17 fails because the secondary reference cited by the 
Examiner (Pantaleo), is not analogous art to the present invention. As conclusively shown 
supra, Pantaleo is not in the present invention's "field of endeavor," nor is it reasonably 
pertinent to the problem addressed by the present invention. Still yet further, when the present 
invention is properly considered as a whole , it cannot be considered obvious in view of 
Moseley and Pantaleo, since the movable fluid layer expressly required by Moseley and 
Pantaleo would destroy the requisite "feel" of the grip of the present invention. Claims 1 and 
17 should be allowed. The claims depending from independent claims 1 and 17 should 
likewise be allowed in accordance with the teachings of In re Fine ("[I]f an independent claim 
is nonobvious under 35 U.S.C. [Section] 103, then any claim depending therefrom is 

nonobvious."). 13 



13 In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed Cir. 1988). 
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The Appellant respectfully submits that it has addressed and rebutted every rejection 
set forth in the most recent Office Action. All of the rejected and objected to claims meet 
the statutory requirements for patentability and should be allowed. Upon careful review of 
the cited references in light of these comments, it is believed that the Board will agree with 
this proposition. Thus, it is respectfully requested the rejection of Claims 1-3, 9, and 17-19 
be reversed and that the present application be remanded to the Examiner with instructions 
for allowance of all claims. 
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VIII. CLAIMS APPENDIX 

The claims on Appeal read as follows: 

1. A grip for displaying a design on sports equipment having a gripping end, 
comprising: 

. at least one base layer adapted for overlaying said gripping end; 
a substantially transparent top layer overlaying the base layer; and 
a design disposed between and fixed to at least one of said base or top layer; 
the top layer being fixed to at least a portion of the base layer whereby fluid 

communication between an exterior of the top layer and an interior thereof is substantially 

prevented. 

2. The grip as disclosed in claim 1, wherein said design is disposed on an underside 
of said top layer. 

3. The grip as disclosed in claim 1, wherein said design is disposed on a surface of 
said base layer opposed to said gripping end. 

4. The grip as disclosed in claim 1, wherein said base layer is a contiguous hollow 
sleeve having at least one open end, said hollow sleeve being adapted to receive said gripping 
end in an interior thereof. 

5. The grip as disclosed in claim 4, further including at least one rib and groove 
structure located near an end circumference of said sleeve for capturing a corresponding rib 
and groove structure located on said top layer. 
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6. The grip as disclosed in claim 1, wherein said base layer comprises a strip or 
ribbon having a first and second side edge and two ends for spirally wrapping around said 
gripping end with said first and second side edges overlapping, said side edges being in a 
substantially parallel orientation and having a substantially greater length than said ends. 

7. The grip as disclosed in claim 6, wherein said strip or ribbon side edges each 
include a cooperating rib and groove structure for interlocking said first side edge with said 
second side edge to form a hollow sleeve having at least one open end. 

8. The grip as disclosed in claim 7, further including at least one rib and groove 
structure located near an end circumference of said sleeve for capturing a corresponding rib 
and groove structure located on said top layer. 

9. The grip as disclosed in claim 1 5 wherein said base layer comprises a substantially 
planar sheet having two side edges, a top edge, and a bottom edge, said planar sheet adapted 
for substantially overlaying said gripping end. 

10. The grip as disclosed in claim 9, wherein each sheet side edge further includes 
a cooperating rib and groove structure for interlocking said side edges to form a hollow 
sleeve for receiving said gripping end in an interior thereof. 

11. The grip as disclosed in claim 10, further including at least one rib and groove 
structure located near an end circumference of said sleeve for capturing a corresponding rib 
and groove structure located on said top layer. 

12. The grip as disclosed in claim 1, wherein said substantially transparent top layer 
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comprises a contiguous hollow sleeve having at least one open end and adapted to receive 

said base layer and gripping end in an interior thereof. 

13. The grip as disclosed in claim 12, further including at least one rib and groove 
structure located near an end circumference of said sleeve for capturing a corresponding rib 
and groove structure located on said base layer. 

14. The grip as disclosed in claim 1, wherein said substantially transparent top layer 
comprises a substantially planar sheet having two side edges, a top edge, and a bottom edge. 

15. The grip as disclosed in claim 14, wherein each sheet side edge further includes 
a cooperating rib and groove structure for interlocking said side edges to form a hollow 
sleeve for receiving said gripping end and base layer in an interior thereof. 

16. The grip as disclosed in claim 15, further including at least one rib and groove 
structure located near an end circumference of said sleeve for capturing a corresponding rib 
and groove structure located on said base layer. 

17. A method for displaying a design on sports equipment having a gripping end, 
comprising the steps of: 

overlaying said gripping end with at least one base layer; 

overlaying said base layer with a substantially transparent top layer; 

disposing a design between said base and top layer; and 

fixing the design to at least one of the base or top layer; 

wherein the top layer is fixed to at least a portion of the base layer whereby 
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fluid communication between an exterior of the top layer and an interior thereof is 

substantially prevented. 

1 8. The method of claim 1 7, wherein said design is disposed on an underside of said 
top layer. 

19. The method of claim 17, wherein said design is disposed on a surface of said base 
layer opposed to said gripping end. 
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EVIDENCE APPENDIX 

None 
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X. RELATED PROCEEDINGS APPENDIX 

None 



